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By subsequent Exam ner's anmendnent, his services were

described as "l egal marketing consultation services," and
the classification was changed to C ass 42. Also by

Exam ner's anmendnent, the word "CGROUP" was disclai med apart
fromthe mark as shown. Use of the mark since April 1, 1992
and use in interstate comerce since August 22, 1992 were
claimed in the application as filed.

Fol | ow ng publication of the mark in accordance with
Section 12(a) of the Lanham Act, Rai nnmaker Marketing, |nc.
tinely filed a notice of opposition under Section 13. As
grounds for opposition, opposer alleged that since July 19,
1985, which is long before applicant's clainmed date of first
use, opposer has been engaged in interstate conmerce under
t he marks "RAI NMAKER' and " RAI NMAKER MARKETI NG | NC " and
the trade nanme "RAI NMAKER MARKETI NG [INC "; that the
services with which opposer's nane and marks have been used
since that tinme include marketi ng and consul tation services

for the legal community, and | awer referral services; and
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that applicant's nmark, as used in connection with the
services set forth in the application, so resenbles
opposer's marks and trade nane that confusion is |ikely.

In answer to the notice of opposition, applicant denied
the salient allegations regarding opposer's use and deni ed
that confusion is likely. Further, applicant asserted
| aches, estoppel and acqui escence as affirmative defenses.

A trial was conducted in accordance with the Trademark
Rul es of Practice, and testinony, evidence and briefs were
submtted by the parties. No oral hearing was request ed.

The record includes the file of the opposed
application, of course, as well as applicant's responses to
opposer's requests for adm ssions; applicant's answers to
opposer's interrogatories, sone of which are subject to a
confidentiality agreenent between the parties; a listl of
third-party registrations and a third-party application for
mar ks whi ch purportedly consist of or include the word
"RAI NMAKER'; copies of three different publications with
titles which include the term"Rai nmaker" or "Rai nmaki ng;"
and the testinony of Janes O'Herron, opposer's president.

The pl eaded affirnati ve def enses were not nenti oned
after the answer was filed, and no evidence relating to them

was i ntroduced, so even if applicant did not intend to

IThis list was the subject of a notion to strike, which was
deni ed by the Board on December 20, 1995. See di scussion at
page 10, infra.
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wi t hdraw them he has not established that he is entitled to
relief based on the affirmative defenses he pl eaded.

Accordingly, the issues for our resolution in this
proceeding are priority and |ikelihood of confusion.

The record shows that opposer is a full service
advertising and marketing agency whi ch works exclusively
with legal professionals. M. O Herron's testinony
establ i shes that opposer provides a w de range of services
to lawers and law firms, including not just adverti sing,
but al so consulting, training, planning and marketing
services as well. For exanple, opposer identifies
appropriate marketing activities for its clients, attenpting
to help the clients enhance their inmages and thereby
maxi m ze clients' abilities to get their own clients to hire
them for w der ranges of |egal work. Qpposer conducts
retreats and marketing semnars, as well as providing one-
on-one consultations with respect to the marketing of | egal
services. (Opposer conducts market surveys and conpetitive
anal yses for its clients, creates annual marketing plans for
them and provides a range of nedia planning services,

i ncludi ng the design and pl acenent of advertisenents.
Opposer produces and distributes wdely a quarterly

newsl etter which both pronotes opposer's services and
inforns clients and potential clients about issues in |egal
mar keti ng and advertising which could be inportant to them

Opposer has established its priority with testinony and

evidence that it used its marks and trade name before
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applicant used the mark he seeks to register. \V/ g

O Herron's testinony is clear that pronotion of opposer's
servi ces under the nane "RAI NMAKER MARKETI NG, |INC. " and the
mar ks " RAI NMAKER MARKETI NG' and " RAI NMAKER' has been

conti nuous and extensive since July 19, 1985.

Appl i cant neither clainmed nor proved use of the mark he
seeks to register in connection with his services prior to
the 1992 date set forth in the original application, but his
responses to opposer's discovery requests support his claim
of use in 1992.

In view of opposer's clear priority, we turn to the
guestion of whether confusion is likely. Based on the
record before us, we hold that applicant's mark, as used in
connection with the services set forth in the application,
so resenbl es opposer's trade nanme and mar ks, which opposer
has used in connection with its services, as to be likely to
cause conf usi on.

At the outset of our discussion of this issue, we nust
expl ain exactly what we consider to be applicant's services.
As noted above, the application as filed identified the
services as "legal marketing services." At the request of
t he Exam ning Attorney, applicant anended it to add the word
"consultation,"” so the identification clause in the
application thus becane "l egal nmarketing consultation
services."

On March 27, 1995, well after the close of opposer's

testinmony period and two days before applicant's testinony
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period was scheduled to close, applicant filed a request for
remand to the Exam ning Attorney for consideration of an
anendnent, asserting that the proposed anendnent narrowed
his identification of services and would avoid any overl ap
with the services rendered under opposer's marks. The
proposed anendnment woul d have changed the recitation of
applicant's services in the application to read "educati on,
training and planning services to law firns regarding the
devel opnment and enhancenent of client relationships.”" Both
parties filed briefs on the notion to renmand the
application, and applicant filed a reply brief.?2

On August 9, 1995, the Board noted that applicant's
request to remand the application to the Exam ning Attorney
for consideration of the proposed anendnent to the
recitation of services was inproper, in that the Board,
rat her than the Exam ning Attorney, had the sole discretion
in an opposition proceeding to determ ne whether to permt
such an amendnent. The Board al so noted that the proposed
anmendnent was untinely because it was filed at the end of
applicant's testinony period, rather than prior to trial.
The Board acknow edged t hat opposer had not objected to the
amendnent on the ground that it was untinely, however, and

in fact had argued agai nst the anmendnent on its nerits.

2The Board has exercised its discretion and has consi dered the
reply brief, but opposer objected to the exhibit applicant
submtted with it. The subm ssion of the exhibit in this nmanner
does not make it part of the evidentiary record in this
proceedi ng, but even if we were to consider the exhibit, it
woul d not alter our ruling.
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Accordingly, the request to anmend was not denied as
untinmely. Instead, as is the normal practice when an
appl i cant seeks, w thout the consent of opposer, to avoid a
finding of likelihood of confusion by limting its
identification of goods or services, the Board deferred the
ruling on the acceptability of the proposed anendnent until
final hearing.

Trademark Rule 2.71(b) permts anendnent to clarify or
limt the identification of services, but expansions or
additions are not allowed. W deny applicant's request to
amend the identification of his services because the
proposed anendnent inperm ssibly broadens, rather than
narrows, the services as they are presently identified in
the application. Although the proposed anendnent is plainly
an attenpt by applicant to avoid the appearance of any
overl ap between the services rendered under his mark and
t hose rendered under opposer's mark, (as admtted in his
brief on the nmotion, p.2), it includes services not
enconpassed within the existing | anguage. The references to
"education" and "training," as well as to the "devel opnent

and enhancenent of client relationships,” are outside the
scope of what could reasonably be understood to constitute
"l egal marketing consultation services.”" Training law firm
personnel how to enhance their relationships with clients
may have a positive effect on the | evel of sales of the
firms legal services, but it would not be commonly

understood to be enconpassed within the term"I egal
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mar keti ng consultation services." Simlarly, while
consulting wwth aw firm personnel may result in their
education, the term"|egal marketing consultation services"
woul d not ordinarily be understood to refer to whatever
education results fromsuch consultation, but rather to the
activities of conferring with people at the firm and
advising themwith respect to how to pronote the sale of the
services the firm provides.

The record supports applicant's claimthat he renders
| egal marketing consultation services to law firnms. |n any
event, our resolution of the issues on appeal would not
change even if the proposed anendnent were allowed. As
opposer points out, in addition to consulting with law firns
regarding the marketing of their |egal services, opposer
al so uses its nane and marks in connection with teaching
t hem how to devel op and inprove their relationships with
their clients.

Returning, then, to the issue of |ikelihood of
confusi on between applicant's mark, as used in connection

with "l egal marketing consultation services," and opposer's
trade nane and marks, as used in connection with opposer's
services, as we noted above, confusion is |likely because
opposer's trade nanme and opposer's marks are simlar to the
mar kK applicant seeks to register and the services rendered
by applicant and opposer are in part identical and otherw se

are closely rel ated.
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Qur primary reviewing court, in the |landmark case of In
re E.1. duPont de Nenmpurs & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973), identified the possible factors to which the
evidence in a particular case mght relate in determ ning
whet her confusion is likely. The factors nost relevant to
the instant case are the simlarity of the trade nanme and
marks in their entireties, the relationship between the
services rendered under the marks, and whether actual
confusi on has occurred.

Wiile the trade nanme and marks in the instant case are
not identical, they are simlar when they are considered in
their entireties. Opposer pleaded and proved the use of
"RAI NMAKER' al one, as well as with the words "MARKETI NG' and
"I NC. "

It is well settled that it is not inproper, under
appropriate circunstances, i.e., where a rational basis for
doing so exists, to give nore significance to a particular
feature of a mark, provided the ultimte conclusion rests on
consideration of the marks in their entireties. Inre
Nati onal Data Corp., 753 F.2d 1056, 244 USPQ 749 (Fed. G r
1985). Just as opposer's mark "RAI NMAKER' is the dom nant
conponent of opposer's mark and trade nane, "RAI NMAKER
MARKETING [INC. ," it is the word "RAI NMAKER' which plays the
domnant role in creating the comercial inpression of
applicant's mark. The descriptive, and hence di scl ai ned,
word "GROUP'" has no nore source-identifying significance

than the "MARKETI NG |INC " conponent of opposer's mark and
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trade nane, "RAINVAKER MARKETING INC. " In applicant's
mar k, the graphic representation of what appear to be storm
clouds is less significant than the word "RAI NMAKER "

In any event, the cloud design only reiterates or
enphasi zes the sane suggestion of meking rain that the word
itself conveys. "RAINMAKER' is suggestive as used in
connection wth these activities because a rainmaker is a
person who brings the rain which is necessary in order to
grow crops. The analogy is that one who brings business to
the firmmmakes rain. The suggestive term"RAI NMAKER' is the
word that clients and prospective clients of the services of
both parties would be nost |likely to recall and to use when
referring to the services that each renders under these
marks. Applicant's mark, considered as a whole, is
substantially simlar in overall comercial inpression to
opposer's mark "RAI NMAKER' and opposer's mark and trade nane
" RAI NMAKER MARKETI NG, I NC. "

We are not persuaded by applicant's argunment that
because of the suggestive nature of the word "RAI NMAKER' and
its use by third parties in connection with rel ated
activities, the termis weak in source-identifying
significance. To begin with, the argunent that "RAl NVAKER"

i s weak because of extensive third-party use in marks for
related services is unsupported by evidence. As the Board's
Decenber 20, 1995 action explaining the ruling on the notion
to strike the list of third-party registrations noted,

al though the list has not been stricken, its persuasive

10
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value is extrenely limted because the regi strations
t hensel ves are not of record. Moreover, even if applicant
had properly nmade the registrations and the application of
record in this case, these materials would not be evidence
that the marks therein are in use, so they could hardly be
persuasi ve of the proposition that use of marks including or
consisting of the word "RAI NMVAKER' has been so pervasive
that the consunmers of the services in question here | ook to
ot her conponents of such marks in order to distinguish anong
them As we have often reiterated, the existence on the
regi ster of marks which m ght appear to be likely to cause
confusion cannot aid an applicant in registering yet another
mark which is likely to cause confusion or mstake or to
deceive. In re Mayco Mg., 192 USPQ 573 (TTAB 1976).
Applicant al so argues that other evidence he introduced
of the use of the term "RAI NVAKER' shows that opposer's mark
is weak in source-identifying significance. As we noted
above, the term has suggestive significance as used in
connection wth the services of the parties to this
proceedi ng, but the exanples provided by applicant in
support of this contention do not show adoption or use of
the word by third parties as trademarks or as service marks
in connection with these kinds of services. The record
supports the conclusion that in the field of marketing |egal
services, only applicant and opposer use marks whi ch consi st

of or incorporate the term W thus have no basis for

11
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adopting applicant's argunent that the word is weak in terns
of source-identifying significance.

Not wi t hst andi ng applicant's contentions to the
contrary, confusion is clearly likely when the simlar marks
and nanme involved in this case are used in connection with
what are essentially the sanme services, sold to the sane
firms through the sanme channels of trade.

Qur finding that confusion is likely is not based on
opposer's allegation that actual confusion has occurred. The
testinmony of M. O Herron relating to this issue is not clear
proof that confusion has actually taken place. It is not clear,
for exanple, what the factual basis was for M. O Herron's
conclusion that the exhibit manager at the North Carolina Bar
Associ ation neeting was confused. The other incident argued to
be proof that confusion has actually taken place concerned a
tel ephone inquiry fromthe representative of a | egal publication.
It is well settled, however, that making an inquiry may not show
confusion at all. That the exhibit manager inquired as to
whet her the marks indicated that the services were provided by a
singl e source does not conclusively establish that he m stakenly
assuned that they did. Inquiry does not necessarily indicate
confusion. See Punp Inc. v. Collins Managenent Inc., 15 USPQ
1716 (DC Mass. 1990) and cases cited therein.

Opposer has al so asserted that if applicant were actually as
deeply involved in the field of marketing | egal services as his
advertising indicates he is, then he surely nust have been aware

of opposer's nanme and nmarks. The testinony of M. O Herron and

12
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the evidence of record in connection with it concerning the scope
and extent of opposer's advertising and pronotion of its business
under its trade nanme and service marks does show t hat opposer and
its marks are well known in this field. Opposer argues that in
view of this fact, the Board should infer that applicant acted in
bad faith and copied opposer's mark in an attenpt to trade off
opposer's good reputation in this field.

While this argunent does nmake sense in view of the facts of
record here, we do not need to engage in such speculation in
order to hold for opposer. |Intent to copy is not a necessary
el ement in establishing that confusion is likely. Intent could
be a factor if the issue of likelihood of confusion were in
doubt, but we have no doubt on that issue in this case.

In a simlar sense, we are not persuaded by applicant's
argunment that confusion is not likely in this case because the
purchasers of the services of applicant and opposer are
sophisticated law firm professionals. It is clear fromthe
record that these services are not inexpensive purchases nade
casually by ordinary consuners. Even highly educated and
sophi sticated attorneys, however, are not imune from confusion
when the marks are as simlar as these marks are and the services
with which they are used are virtually identical. |In re Genera

El ectric Conpany, 180 USPQ 542 (TTAB 1973).

13



Opposi ti on No. 93524

In sunmary, opposer has established that confusion is likely
in view of the fact that applicant's mark is very simlar to the
mar ks and trade nane whi ch opposer has previously used in
connection with services which are substantially the sane as the
services set forth in the application. Accordingly, the

opposition is sustained and registration to applicant is refused.

J. E. R ce

R F. G ssel

E. J. Seeherman
Adm ni strative Trademark Judges
Trademark Trial & Appeal Board
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